THI S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 4, 9, 10, and 12 through 16. These clains constitute

all of the clainms remaining in the application.

Appel lant’ s invention pertains to a fol dable sunshield

1 Application for patent filed Cctober 13, 1995.

1



Appeal No. 1998-0490
Appl i cation 08/543, 057

for a vehicle window, to a sunshield, and to a nethod of

manuf acturing a sunshield for an autonobile w ndshield. An
under st anding of the invention can be derived froma reading
of exenplary clainms 1, 9, and 14, copies of which appear in

the APPENDI X OF CLAIMS (main brief, Paper No. 13).

As evidence of anticipation and obvi ousness, the exani ner

has applied the docunents |isted bel ow

Romano 4,083, 395 Apr. 11, 1978
Mol | 4,947,920 Aug. 14,
1990
Ki m 5, 267, 599 Dec. 7,
1993

The following rejections are before us for review

Clains 1 and 14 stand rejected under 35 U.S.C. § 102(b)

as being clearly anticipated by MlI.

Claims 4, 9, and 10 stand rejected under 35 U.S.C. §

103(a) as bei ng unpatentable over MdlI.
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Clainms 1 through 4, 9, 10, and 12 through 16 stand
rejected under 35 U . S.C. 8§ 103 as being unpatentable over Kim

in view of Romano.

The full text of the examner's rejections and response
to the argunment presented by appellant appears in the answer
(Paper No. 14), while the conplete statenent of appellant’s
argunment can be found in the main and reply briefs (Paper Nos.

13 and 15).

OPI NI ON

I n reaching our conclusion on the issues raised in this

appeal, this panel of the board has carefully considered

appel lant’s specification and clains,? the applied patents,?

2 Claim 14 |acks explicit antecedent basis for “said top edge” and “said bottom
edge” (line 5). Neverthel ess, we understand the claimas requiring a sunshield with a
top edge and a bottom edge. The noted |ack of a proper antecedent basis should be
renedi ed during any further prosecution before the exam ner.

3 In our evaluation of the applied references, we have considered all of the

di scl osure of each docunent for what it would have fairly taught one of ordinary skil
inthe art. See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 ( CCPA 1966).
Additionally, this panel of the board has taken into account not only the specific
teachings, but also the inferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda 401 F.2d 825, 826, 159 USPQ
342, 344 (CCPA 1968).
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and the respective viewooints of appellant and the exam ner.

As a consequence of our review, we nake the determ nations

whi ch foll ow.

The anticipation issue

We reverse the rejection of clainms 1 and 14 under 35

U S. C 8 102(b) as being clearly anticipated by MIlI.

Appel lant’s article claim1l and nmethod claim 14 each
respectively require creasing material of a sunshield fromits
top edge to its bottom edge on the sane or only one side of
the material, such that the sunshield is fol dabl e accordion-
like. Read in light of appellant’s underlying disclosure, it
is quite apparent to us that the specified top and bottom
edges of the sunshield refer to the edges of the sunshield at

the outernost |imt of its lateral extent (corresponding to
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the transverse di nension or height of a vehicle w ndshield).

In our opinion, the content of clains 1 and 14 is sinply
not anticipated by the invention of Mdll. Unlike the clained
invention, M| explicitly requires a quadrafol dable (Fig. 3c)
wi ndshi el d sunshade (Figs. 1 and 2) having | ongitudi nal
creases or folds on its interior surface (colum 1, |ines 57
t hrough 61 and colum 2, line 67 to colum 3, line 1). In
fact, Moll expressly points out that the |ongitudinal folds
are not transverse accordion folds (colum 3, lines 29 through
32). For these reasons, the anticipation rejection of

appellant’s clains is not sound, and nust be reversed.

The obvi ousness issues

We reverse the rejection of clainms 4, 9, and 10 under

35 U.S.C. §8 103(a) as being unpatentable over MlII.

At the outset, we note that independent claim9, akin to
claims 1 and 14 di scussed above, requires a plurality of
creases defining sides of planar elenents that extend fromthe
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top edge to the bottom edge of a sunshield to permt the

pl anar elenments to fold accordion-1iKke.

Consi stent with the views we expressed, supra, this panel
of the board does not discern any basis for a conclusion of
obvi ousness relative to the clained subject matter when Ml |
specifically instructs those versed in the art to fabricate a
sunshade with | ongitudi nal creases to permt quadrafol ding of
t he sunshade. Accordingly, the rejection of clains 4, 9, and

10 nmust be reversed.

We turn nowto the rejection of clainms 1 through 4, 9,
10, and 12 through 16 under 35 U . S.C. 8 103 as being

unpat ent abl e over Kimin view of Romano.

As to claim1l (and claim 2 through 4 dependent thereon),
we concl ude that the evidence of obviousness would not have
been suggestive of the clained fol dabl e sunshield. As we see
it, Kimand Romano respectively teach readily distinguishable
articles, i.e., a sunshield and an acoustic drape, wherein
distinctly different structures effect accordion-Ilike fol ding.
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We certainly appreciate that the acoustic drape of Romano
(colum 3, lines 55 through 66) includes alternate hinge
sections with different wdths. Nevertheless, it is our
concl usion that, absent appellant’s own teaching in the
present application, the conbined teachings sinply would not
have suggested channels forned by creasing, with all channels
being on the sanme side of the material of a sunshield to
render it foldable in an accordion-like manner, as set forth

in claiml.

As to claim9, we determne that the Kimteaching would
have been suggestive of the clainmed sunshield, notw thstanding
appel lant’s argunent to the contrary (main brief, pages 17 and
18). Kim (Figs. 12 through 14) teaches a sunshield with
transverse accordion folds forned by alternately and
transversely creasing interior and exterior surfaces of the
sunshade. This known article may fairly be said to include a
plurality of creases in succession wherein two of said
successive creases (two alternate creases in Fig. 15) are on
the sane side of the material of the sunshade (sunshield), as

broadly recited in claim9. Thus, the rejection of claim9 is
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af firned.

We reverse the rejection of claim10 since the evidence
of obvi ousness woul d not have been suggestive of the
[imtation of all creases on the sanme side of the material of

t he sunshi el d.

The rejection of clains 12 and 13, dependent fromclaim
9, is affirmed, since an argunent has not been specifically
made that the particular content of each clains 12 and 13
woul d not have been suggested by the applied prior art. Thus,
these clains appropriately stand or fall with claim9, the

rejection of which has been affirned.

We reverse the rejection of nethod clains 14 through 16.
W incorporate herein our anal ysis above, reversing the
rejection of claim1 based upon the conbi ned teachings of Kim
and Romano. Akin to limtations present in claiml, the
met hod of independent claim 14 requires creasing on only one
side of the sunshield bei ng manufactured, the sunshield being
fol dabl e accordion-like. The clainmed nmethod of manufacturing

8
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a sunshield sinply woul d not have been obvi ous based upon the

applied art.

In summary, this panel of the board has:

reversed the rejection of clainms 1 and 14 under 35 U. S.C.

8 102(b) as being clearly anticipated by MlI;

reversed the rejection of clainms 4, 9, and 10 under

35 U.S.C. 8 103(a) as being unpatentable over MlIl; and

reversed the rejection of clains 1 through 4, 10, and 14
t hrough 16 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over
Kimin view of Romano, but affirmed the rejection of clains 9,

12, and 13 on this sane ground.

The decision of the examner is affirned-in-part.
No time period for taking subsequent action in connection
with this appeal may be extended under 37 CF. R 8§ 1.136(a).
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